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DETAILED ACTION 

Claim Objections 

1 . Claim 1 is objected to because of the following informalities: The claim recites 
the limitation "the pigment" in lines 5 and 6. There is insufficient antecedent basis for 
this limitation in the claim. Appropriate correction is required. 

Claim Rejections - 35 USC § 102 

2. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

3. Claims 1, 5, 10 and 11 are rejected under 35 U.S.C. 102(b) as being anticipated 
by Mukoyoshi et al. (US 6,187,430 B1). 

4. Claims 1 and 10: Mukoyoshi teaches an ink jet recording sheet comprising a 
substrate and an ink receiving layer (abstract). The recording sheet further comprises 
an undercoat layer between the substrate and the ink receiving layer (col. 5, line 12). 
The undercoat layer comprises a pigment having a secondary particle size of 2-8 urn 
(col. 5, line 34). The ink receiving layer comprises inorganic particles, binder (col. 7, 
line 53), and boric acid (col. 14, line 42). The dry weight of the undercoat layer is 2- 
100g/m 2 (col. 7, line 30), and the dry weight of the ink receiving layer is 1-30g/m 2 (col. 
15, line 1). 
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5. Claim 5: Mukoyoshi teaches that the inorganic particles comprise wet process 
silica particles having a secondary particle size of 10-400nm (col. 8, lines 1-31). 

6. Claim 1 1 : Mukoyoshi teaches that the recording sheet has a degree of gloss of 
50% or more. 



Claim Rejections - 35 USC § 103 

7. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

8. Claim 2 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
Mukoyoshi et al. (US 6,1 87,430 B1 ), as applied to claim 1 above, and further in view of 
Totani et al. (US 2001/0009712 A1). 

9. Mukoyoshi teaches an ink jet recording sheet as set forth above. Mukoyoshi 
does not teach the oil absorption value of the pigment in the undercoat layer. However, 
Totani teaches an ink jet recording sheet comprising undercoat layer containing a 
pigment having oil absorption of 250ml/100g [0054]. Mukoyoshi and Totani are 
analogous art because they are from the same field of endeavor that is the ink jet 
recording medium art. At the time of the invention, it would have been obvious to a 
person of ordinary skill in the art to combine the pigment of Totani with the invention of 
Mukoyoshi, and the motivation would be, as Totani suggests, controlling the water 
resistance property of the recording sheet [0054]. 
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1 0. Claims 4 and 9 are rejected under 35 U.S.C. 1 03(a) as being unpatentable over 
Mukoyoshi et al. (US 6,1 87,430 B1 ), as applied to claim 1 above, and further in view of 
Quintens et al. (US 2002/0094421 A1). 

1 1 . Claim 4: Mukoyoshi teaches an ink jet recording sheet as set forth above. 
Mukoyoshi does not teach that the ink receiving layer comprises alumina hydrate. 
However, Quintens teaches an ink jet recording medium comprising an ink receiving 
layer containing a pigment and a binder (abstract). The pigment comprises boehmite 
[0072]. Mukoyoshi and Quintens are analogous art because they are from the same 
field of endeavor that is the ink jet recording medium art. At the time of the invention, it 
would have been obvious to a person of ordinary skill in the art to combine the boehmite 
of Quintens with the invention of Mukoyoshi, and the motivation would be to enhance 
the ink absorbing property of the layer. 

12. Claim 9: Mukoyoshi teaches an ink jet recording sheet as set forth above. 
Mukoyoshi does not teach that the ink receiving layer comprises polyaluminum 
hydroxide. However, Quintens further teaches that the ink receiving layer comprises a 
cationic substance such as polyaluminum hydroxychloride [0080]. At the time of the 
invention, it would have been obvious to a person of ordinary skill in the art to combine 
the cationic substance of Quintens with the invention of Mukoyoshi, and the motivation 
would be, as Quintens suggests, increasing the capacity of the layer for fixing and 
holding the dye of the ink [0078]. 
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13. Claims 1-4, 6, 9-11 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Sismondi et al. (US 6,387,473 B1 ) in view of Totani et al. (US 2001/000971 2 A1 ), 
Tsuchiya et al. (US 6,495,242 B1) and Quintens et al. (US 2002/0094421 A1). 

14. Claims 1, 2 and 10: Sismondi teaches an ink jet receiving sheet comprising a 
support, and at least two ink receiving layers (abstract). The receiving sheet further 
comprises a subbing layer (col. 5, line 49). The ink receiving layer comprises a binder 
(col. 5, line 63), inorganic filler (col. 7, line 11), and a hardener (col. 8, line 62). 

1 5. Sismondi does not teach boric acid or borate as the hardener. However, 
Tsuchiya teaches an ink jet recording sheet comprising an ink absorbable layer/void 
layer (abstract). The void layer comprises boric acid as a hardener (col. 8, line 54). 
Sismondi and Tsuchiya are analogous art because they are from the same field of 
endeavor that is the ink jet recording sheet art. At the time of the invention, it would 
have been obvious to a person of ordinary skill in the art to combine the boric acid of 
Tsuchiya with the invention of Sismondi, and the motivation would be, as Tsuchiya 
suggests, increasing the gloss of the image area which has received ink (col. 8, line 49). 

16. Sismondi does not teach a subbing layer as recited in claim 1 . However, Totani 
teaches an ink jet recording sheet comprising undercoat layer containing a pigment 
having oil absorption of 250ml/100g [0054]. Sismondi and Totani are analogous art 
because they are from the same field of endeavor that is the ink jet recording medium 
art. At the time of the invention, it would have been obvious to a person of ordinary skill 
in the art to combine the undercoat layer of Totani with the invention of Sismondi, and 
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the motivation would be, as Totani suggests, controlling the water resistance property of 
the recording sheet [0054]. 

1 7. Sismondi does not teach the dry coat weight of the subbing layer and the ink 
receiving layers. The experimental modification of this prior art in order to ascertain 
optimum operating conditions fails to render applicants' claims patentable in the 
absence of unexpected results. In re Alter, 105 USPQ 233. One of ordinary skill in the 
art would have been motivated to adjust coating weight of the layers, and the motivation 
would be controlling the ink absorbing and water resistance properties of the recording 
sheet. A prima facie case of obviousness may be rebutted, however, where the results 
of the optimizing variable, which is known to be result-effective, are unexpectedly good. 
In re Boesch and Slaney, 205 USPQ 215. 

18. Claim 3: Sismondi does not teach the pH value of the subbing layer and the ink 
receiving layers. The experimental modification of this prior art in order to ascertain 
optimum operating conditions fails to render applicants' claims patentable in the 
absence of unexpected results. In re Aller, 1 05 USPQ 233. One of ordinary skill in the 
art would have been motivated to adjust the pH value of the subbing layer and the ink 
receiving layers, and the motivation would be to optimize the hardening and thickening 
properties of the layers while maintaining enhanced ink absorbing property of the 
recording medium. A prima facie case of obviousness may be rebutted, however, 
where the results of the optimizing variable, which is known to be result-effective, are 
unexpectedly good. In re Boesch and Slaney, 205 USPQ 215. 
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19. Claims 4 and 6: Sismondi teaches the ink receiving layers comprise alumina 
hydrate as the filler (col. 7, line 13). 

20. Claim 9: Sismondi does not teach that the ink receiving layer comprises 
polyaluminum hydroxide. However, Quintens further teaches that the ink receiving layer 
comprises a cationic substance such as polyaluminum hydroxychloride [0080]. At the 
time of the invention, it would have been obvious to a person of ordinary skill in the art 
to combine the cationic substance of Quintens with the invention of Mukoyoshi, and the 
motivation would be, as Quintens suggests, increasing the capacity of the layer for 
fixing and holding the dye of the ink [0078]. 

21 . Claim 1 1 : The Office realizes that all of the claimed effects or physical properties 
are not positively stated by the reference(s). However, the reference(s) teaches all of 
the claimed ingredients. Therefore, the claimed effects and physical properties, i.e. a 
specular gloss would implicitly be achieved by a composite with all the claimed 
ingredients. If it is the applicant's position that this would not be the case: (1 ) evidence 
would need to be provided to support the applicant's position; and (2) it would be the 
Office's position that the application contains inadequate disclosure that there is no 
teaching as to how to obtain the claimed properties with only the claimed ingredients. 

22. Claims 1 -3, 5 and 7-1 1 are rejected under 35 U.S.C. 1 03(a) as being 
unpatentable over Kiyama et al. (WO 02/34541 A1) in view of Totani et al. (US 
2001/0009712 A1). Kiyama et al. (US 2003/0072925 A1) is used as an English 
translation. 
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23. Claims 1, 2 and 10: Kiyama teaches an ink jet recording material comprising a 
support, an ink receptive layer A on the support, and an ink receptive layer B on the ink 
receptive layer A (abstract). A primer layer is provided between the support and the ink 
receptive layer A [0066]. The ink receptive layer A meets the claimed first ink receiving 
layer. The ink receptive layer A comprises fumed silica [0018], a hydrophilic binder 
[0034] and boric acid [0055]. 

24. Kiyama does not teach a primer layer as recited in claim 1 . However, Totani 
teaches an ink jet recording sheet comprising undercoat layer containing a pigment 
having oil absorption of 250ml/100g [0054]. Kiyama and Totani are analogous art 
because they are from the same field of endeavor that is the ink jet recording medium 
art. At the time of the invention, it would have been obvious to a person of ordinary skill 
in the art to combine the undercoat layer of Totani with the invention of Kiyama, and the 
motivation would be, as Totani suggests, controlling the water resistance property of the 
recording sheet [0054]. 

25. Kiyama does not teach the dry coat weight of the primer layer and the ink 
receiving layers. The experimental modification of this prior art in order to ascertain 
optimum operating conditions fails to render applicants' claims patentable in the 
absence of unexpected results. In re Alter, 105 USPQ 233. One of ordinary skill in the 
art would have been motivated to adjust coating weight of the layers, and the motivation 
would be controlling the ink absorbing and water resistance properties of the recording 
sheet. A prima facie case of obviousness may be rebutted, however, where the results 
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of the optimizing variable, which is known to be result-effective, are unexpectedly good. 
In re Boesch and Slaney, 205 USPQ 215. 

26. Claim 3: Kiyama does not teach the pH value of the subbing layer and the ink 
receiving layers. The experimental modification of this prior art in order to ascertain 
optimum operating conditions fails to render applicants' claims patentable in the 
absence of unexpected results. In re Aller, 105 USPQ 233. One of ordinary skill in the 
art would have been motivated to adjust the pH value of the subbing layer and the ink 
receiving layers, and the motivation would be to optimize the hardening and thickening 
properties of the layers while maintaining enhanced ink absorbing property of the 
recording medium. A prima facie case of obviousness may be rebutted, however, 
where the results of the optimizing variable, which is known to be result-effective, are 
unexpectedly good. In re Boesch and Slaney, 205 USPQ 215. 

27. Claim 5: Kiyama teaches that the fumed silica in the in receptive layer A has a 
secondary particle size of 50-300nm [0018]. 

28. Claim 7: Kiyama teaches that the ink receptive layer B comprises alumina 
hydrate [0019]. The ink receptive layer B meets the claimed second ink receiving layer. 

29. Claim 8: Kiyama does not teach the surface area value of the particles in the ink 
receptive layer A and the particles in the ink receptive layer B. The experimental 
modification of this prior art in order to ascertain optimum operating conditions fails to 
render applicants' claims patentable in the absence of unexpected results. In re Aller, 
105 USPQ 233. One of ordinary skill in the art would have been motivated to adjust the 
surface area value of the particles in the ink receptive layer A and the particles in the ink 
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receptive layer B, and the motivation would be to control ink absorption and retention 
capacity, and provide high ink holding efficiency. A prima facie case of obviousness 
may be rebutted, however, where the results of the optimizing variable, which is known 
to be result-effective, are unexpectedly good. In re Boesch and Slaney, 205 USPQ 215. 

30. Claim 9: Kiyama teaches that the ink receptive layers A and B further comprise 
polyaluminum hydroxide [0049]. 

31 . Claim 1 1 : The Office realizes that all of the claimed effects or physical properties 
are not positively stated by the reference(s). However, the reference(s) teaches all of 
the claimed ingredients. Therefore, the claimed effects and physical properties, i.e. a 
specular gloss would implicitly be achieved by a composite with all the claimed 
ingredients. If it is the applicant's position that this would not be the case: (1 ) evidence 
would need to be provided to support the applicant's position; and (2) it would be the 
Office's position that the application contains inadequate disclosure that there is no 
teaching as to how to obtain the claimed properties with only the claimed ingredients. 



Conclusion 

32. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Betelhem Shewareged whose telephone number is 571- 
272-1529. The examiner can normally be reached on Mon.-Fri. 8:00AM-4:30PM. 

33. If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Milton Cano can be reached on 571-272-1398. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 
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34. Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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March 23, 2008. 

/Betelhem Shewareged/ 
Primary Examiner, Art Unit 1794 



